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DETAILED ACTION 
Claim Objections 

1 . Claims 7 and 17 are objected to because of the following informalities: reference 
to the fixed electrodes lacks antecedence. Appropriate correction is required. 



Double Patenting 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s): See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1, 321(c) or 1.321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

3. Claims 1-3, 7-13 and 17-24 are rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claims 1-36 of U.S. 
Patent No. 6.640,135. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because claim 1 of the present invention, for 
example, is merely a broader version of claim 19 of the patent which includes the 
additional limitation of switching in accordance with a sensed time delay of a 
depolarization occurring in an area of the myocardium after a pacing pulse. Once the 
applicant has received a patent for a species or a more specific embodiment, he is not 
entitled to a patent for the generic or broader invention (see In re Goodman, 1 1 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993)). 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
fonn the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or In public 
use or on sale In ttiis country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1 and 1 1 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Hafelfinger et al. (Pat. No. 5,003,975). 

Regarding claim 1 , Hafelfinger et al. disclose a method of operating a pacing 
device comprising the steps of outputting pacing pulses to a selected subset (e.g., tip- 
to-ring, tip-to-case, ring-to-case) of a plurality of pacing electrodes (tip, ring and case) in 
accordance with a programmed pacing mode (e.g., unipolar or bipolar), wherein the 
subset of electrodes to which pulses are output is defined by a pulse output 
configuration (bipolar tip-to-ring, or unipolar tip-to-case and ring-to-case), and switching 
the pulse output configuration utilized for one or more cardiac cycles (the configuration 
in use prior to a loss of capture discovery) to another pulse output configuration for one 
or more subsequent cardiac cycles (note the text abridging cols. 8 and 9) in accordance 
with a switching algorithm that comprises switching the pulse output configuration at 
specified time intervals (once a test is initiated (note the text abridging cols. 4 and 5), 
the device sequentially cycles through available configurations until an appropriate 
electrode configuration is found). 

Related comments apply to similarly worded apparatus claim 11. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 3 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Hafelfinger et al. (Pat. No. 5,003,975) in view of Darvish et al. (Pat. No. 6,292,693). 
Hafelfinger et al. do not concern themselves with a discussion on the use of non- 
excitatory stimulation in conjunction with pacing. Darvish et al. disclose a well-known 
technique of applying non-excitatory pulses in conjunction with pacing. Such a 
technique enables one to effectively control the strength of contraction, thus enhancing 
the hemodynamic performance of the heart (see the text abridging cols. 1 and 2). 
Obviously enhanced cardiac performance is of immense importance in the cardiac 
therapy art. To include such beneficial therapy where needed would have therefore 
been considered a matter of obvious design by those of ordinary skill in the art. 

Allowable Subject Matter 

8. Claims 2, 7-10, 12, 17-20 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 

9. Claims 21-24 are allowed. 

Regarding claims 21 and 23, one of the reasons for allowance is that the prior art 
does not discuss switching the pulse output configuration after a specified number of 
heart beats. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Kieval discloses a related system that monitors cardiac output in 
conjunction with non-excitatory therapy. Kieval does not appear to explicitly state that 
electrode configurations are switched depending on cardiac output. 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kennedy Schaetzle whose telephone number is 571 

272- 4954. The examiner can normally be reached on M-F from 9:30 -6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Robert E. Pezzuto can be reached on M-F at 571 272-6996. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 



Application/Control Number: 10/634,232 



Page 5 



Art Unit: 3766 

Information regarding the status of an application may be obtained from the 
Patent Application Infomnation Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



KJS 

December 22, 2006 



